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Status 

Responsive to communication(s) filed on 23 October 2003 . 
2a)D This action is FINAL. 2b)G3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Otvay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-12 is/are pending in the application. 
4a) Of the above claim(s) 9^12 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1^8 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-(d) or (f) 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Election/Restrictions 
1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -8, drawn to an apparatus, classified in class 428, subclass 304.4. 

II. Claims 9-12, drawn to a method of making the medical implant, classified in class 
427, subclass 2.1. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
method as claimed can be used to make other and materially different product such as forming 
hydrogel coatings as adhesives and sealants on the surfaces of tissues. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, and the search required for 
Group I is not required for Group II, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Gerald Roberts on 9/15/2004 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-8. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 9-12 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 
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Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Claim Rejections - 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the in vention was patented or described in a printed publ ication in this or a fore.gn country or in public use or on 
sa,e ,„ this country, more than one year prior to the date of application for patent in The United States 

Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Chudzik et al.(US 
6,410,044). 

With respect to claims 1-3, Chudzik discloses a medical implant article or device 
comprising a medial implant having a porous surface (col. 3, lines 25-40) with a macromer 
system coated on the porous outer surface of the implant article (col. 4, lines 30-45). The 
macromer matrix consists essentially of hydrogel (col. 5, lines 64-67, col. 6, lines 1 -67 and col. 
8, lines 30-45), which is hydrolysable under in vivo conditions (col. 7, lines 45-60). Since the 
macromer coating includes the same hydrogel as claimed, the same macromer would also have 
the same function such as lubricious when wet and in vivo absorbable as recited in claim 1 . 

With respect to claims 4-5, Chudzik discloses the macromer system coating may occupy 
a space of between about 0.1mm to about 10mm thickness (col. 4, lines 45-60). 
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With respect to claim 6, Chudzik discloses the macromer system can be used to fill voids 
within or upon the surface of the implant device (col. 5, lines 1-28). 

With respect to claim 7, Chudzik discloses the macromer system can be applied with a 
bioactive agent (col. 4, lines 25-33). 

With respect to claim 8, Chudzik discloses that the porous surface of the implant includes 
sintered titanium particles (col. 5, lines 35-45). 

Accordingly, Chudzik meets all the limitations of claims 1-8. 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ling X. Xu whose telephone number is 571-272-1546. The 
examiner can normally be reached on 8:00 - 4:30 Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah D. Jones can be reached on 571-272-1535. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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